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earned patent term adjustment. See 37 CFR 1.704(b). 
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1 )£3 Responsive to communication(s) filed on 20 July 2004 . 
2a)^ This action is FINAL. 2b)D This action is non-final. 
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Disposition of Claims 
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DETAILED ACTION 
Response to Amendment 

This is a fourth office action in response to applicant's amendment filed 20 July 
2004, of application filed, with the above serial number, on 14 April 2000 in which claims 
32-34 have been amended. Claims 3-5. 7-8. 10-11.14-20, 23-25. 27-28 and 30-34 are therefore 
pending in the application. 

Claim Rejections - 35 USC § 103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 

— invention-was made to a person having ordinary skill inthe art to whichrsaid subject matter pertaihsT " 

Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 3-5, 7-8, 10, 14-20, and 23-25, 27-28, and 30-34 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Maniwa (hereinafter "Maniwa", 5,764,866) in 
view of Franklin et al (hereinafter "Franklin", 6,125,352) and further in view of 
Westmoreland (hereinafter "DMW", DMW Photo Images). 

3. As per Claims 32 and 34, Maniwa discloses a computer method for storing and 
saving electronic photographic images, wherein Maniwa discloses: 

providing access to a server (scan server) having picture memory adapted to 
store said electronic photographic images, an ordering interface and a communication 
link for allowing communication over a public network (digital copier device over LAN) 
(at least col. 5, lines 48-67; Fig. 7); 
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providing access to said electronic photographic images stored in said picture 
memory, said ordering interface further providing access to an image profiler adapted to 
sequence and caption (image file - 1 ...m) (at least Fig. 6) said stored electronic 
photographic images (scanning/storing at file-server) (at least col. 5, lines 48-56; col. 
19, lines 28-43); 

wherein said ordering interface is operable to be remotely accessed by said 
customer of said photographer over said public network using a browser for the purpose 
of ordering an image product with respect to said stored electronic photographic images 
(controlling of printer unit) (at least col. 6 line 61 - col. 7 line 5; col. 8, lines 6-16; Fig. ). 

Maniwa does not disclose providing access to a server adapted to transact 
remote payment with respect to a financial institution for verifying payment of an order 

places through said ordering interface over a public network using a browser.-However r 

the use and advantages for using such a payment method is well known to one skilled 
in the art at the time the invention was made as evidenced by the teachings of Franklin. 
Franklin discloses a client using a browser and ordering good online wherein the server 
authorizes and verifies payment of client (at least col. 4, lines 15-61; abstract; Fig. 2). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to incorporate the use of Franklin's browser-based payment and 
verification method into Maniwa's system because this would allow Maniwa's system to 
be used over a WAN such as the internet and the file and print server to be used in 
conjunction with selling consumer electronic photos as this would expand and enhance 
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Maniwa's system to reach more consumers and provide a faster, easier payment 
method. 

Maniwa does not explicitly disclose said electronic photographic images obtained 
by a photographer at an event and the associated customers of the photographer. 
However, the use and advantages for using such a photo arrangement is very well 
known to one skilled in the art at the time the invention was made as evidenced by the 
teachings of DMW (at least pp. 1,4). DMW discloses arranging photos according to 
Rock, alternative, etc. for the display of such images to a customer for ordering. Further, 
it is very well known that images are most commonly taken by a user with a camera, 
aka photographer, to capture a particular moment in time, such as an event, and that 
this limitation is irrelevant as to the novelty of the invention. Therefore, it would have 

-~ been obvious to one of-ordinary skill in the art at ^the time the invention was made to — 

implement the use of DMW's genre photo arrangement into Maniwa's storing files in a 
directory service as this would enhance Maniwa's system by allowing the image files to 
be stored in the directory by an easy to remember method such as a meeting or date, 
etc. 

4. As per Claims 3 and 23. 

wherein said ordering interface access providing step further comprises providing 
access to a customer order selector adapted to enumerate and quantify a subset of said 
electronic photographic images to be produced as said hardcopy renditions (sending file 
request command for printout) (at least col. 20, lines 5-15). 

5. As per Claims 4 and 24. 
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wherein said ordering interface access providing step further comprises providing 
access to a customer proofbook adapted to store a subset of said electronic 
photographic images, wherein said customer proofbook persists between said remote 
accesses by said customer (directory service for user image list) (at least col. 21, lines 
52-62). 

6. As per Claims 5 and 25. 

Maniwa does not disclose wherein said payment verifier access providing step 
enables transmitting payment corresponding to production of said hardcopy renditions 
in response to notification from said financial institution. However, the use and 
advantages for using such a payment confirmation is well known to one skilled in the art 
at the time the invention was made as evidenced by the teachings of Franklin (at least 

..col. 27Jina41 ^col. 28 line 21 ). Therefore, it would have been obvious to one of- 

ordinary skill in the art at the time the invention was made to incorporate the use of 
Franklin's payment and verification method into Maniwa's system because this would 
allow Maniwa's system to only continue with the printing process if the user is 
authorized to print, as this would further reduce unwanted workload on Maniwa's host 
machine (Maniwa col. 4, lines 25-30). 

7. As per Claims 7 and 27. 

wherein said image loader access providing step enables receiving said 
electronic photographic images from a non-volatile digital media (hard drive) (at least 
col. 7, lines 29-30). 

8. As per Claims 8 and 28. 
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wherein said non-voiatile digital media is selected from the group consisting of 
magnetic and optical formats (hard drive) (at least col. 7, lines 29-30). 

9. As per Claim 14. 

wherein said displaying is in response to interactive selecting by said customer 
through said publicly accessible network (user selecting image file) (at least col. 21 , 
lines 52-62). 

10. As per Claim 15. 

Maniwa does not explicitly disclose arranging said electronic photographic 
images according to an event and said displaying said electronic photographic images 
occurs selectively according to said event. However, the use and advantages for using 
such a photo arrangement is well known to one skilled in the art at the time the 

_ ^ invention was made as~evidenced~by the teachings of DMW (at least ppH,-4). DMW 

discloses arranging photos according to Rock, alternative, etc. Therefore, it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
implement the use of DMW's genre photo arrangement into Maniwa's storing files in a 
directory service as this would enhance Maniwa's system by allowing the image files to 
be stored in the directory by an easy to remember method such as a meeting or date, 
etc. 

11. As per Claim 30. 

further including the step of providing access to stored images for allowing image 
editing (image resolution conversion, rotation, etc) (at least col. 18, lines 17-58). 

12. As per Claim 31. 
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wherein said editing step includes one or more of the steps of categorizing, 
sorting and titling (image file ID/name) (at least col. 14, lines 25-28). 
13. As per Claim 33, Maniwa discloses a method of remotely uploading, storing, 
reviewing, and editing electronic photographic images on behalf of a customer, wherein 
Maniwa discloses: 

fixing visual images on a persistent medium (image to be scanned) (at least col. 
5, lines 48-53); 

translating said visual images into electronic photographic images (scanning) (at 
least col. 5, lines 48-56); 

transmitting said electronic photographic images to an order server (file/scan 
server) (at least col. 20, lines 16-22; col. 19, lines 48-50); 

— — sequencing and-captioning said electronicphotographicimagesby said — 

photographer (image file - 1...m) (at least Fig. 6); 

storing said electronic photographic images on a memory at said order server for 
remote access (at least col. 19, lines 48-50); 

displaying selected electronic photographic images from said memory to a 
remote customer (list user obtains) (at least col. 21 , lines 52-62); 

receiving an order from said remote customer enumerating a subset of said 
electronic photographic images (sending file request command for printout) (at least col. 
20, lines 5-15); 

producing a hardcopy rendition of said subset of electronic photographic images 
(printing) (at least col. 20, lines 51-54). 
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Maniwa does not explicitly disclose accessing the images over a public network 
using a client browser. However, the use and advantages for accessing items is well 
known to one skilled in the art at the time the invention was made as evidenced by the 
teachings of Franklin. Franklin discloses a client using a browser and ordering good 
online (at least col. 4, lines 15-61 ; abstract; Fig. 2). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to 
incorporate the use of Franklin's browser-based ordering into Maniwa's system because 
this would allow Maniwa's system to be used over a WAN such as the internet and 
Maniwa's clients to use browsers as Maniwa discloses an environment of various 
networks such as the internet or public networks (at least col. 22, lines 1 5-21 ) and 
Franklin clearly discloses using a browser over such networks. 

Maniwa does not explicitly disclose said-electronic photographic images obtained — 
by a photographer at an event and the associated customers of the photographer. 
However, the use and advantages for using such a photo arrangement is very well 
known to one skilled in the art at the time the invention was made as evidenced by the 
teachings of DMW (at least pp. 1,4). DMW discloses arranging photos according to 
Rock, alternative, etc. for the display of such images to a customer for ordering. Further, 
it is very well known that images are most commonly taken by a user with a camera, 
aka photographer, to capture a particular moment in time, such as an event, and that 
this limitation is irrelevant as to the novelty of the invention. Therefore, it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
implement the use of DMW's genre photo arrangement into Maniwa's storing files in a 
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directory service as this would enhance Maniwa's system by allowing the image files to 
be stored in the directory by an easy to remember method such as a meeting or date, 
etc. 

14. As per Claim 10. 

wherein said translating comprises scanning a visual image into a digital storage 
format (at least col. 18 line 66 - col. 19 line 4). 

15. As per Claim 16. 

wherein said displaying is followed by the step of electing a quantitative and 
qualitative assertion for at least one of said electronic photographic images (user 
selecting one or more displayed images) (at least col. 21, lines 52-62). 

16. As per Claim 17. 

_ wherein said electing further-comprises storing at least one of said electronic — — 

photographic images in an electronic proofbook (directory service for user image list) (at 
least col. 21, lines 52-62). 

17. As per Claim 19, has substantially similar content to claim 16 and is rejected as 
per claim 16. 

18. As per Claim 20. 

wherein said storing is preceded by the step of remotely altering/editing said 
electronic photographic images (image resolution conversion, rotation, etc) (at least col. 

18, lines 17-58). 

19. As per Claim 18. 



Application/Control Number: 09/529,587 Page 10 

Art Unit: 2157 

Maniwa discloses a user directory service for storing and organizing image data 
files but does not explicitly disclose wherein said electronic proofbook is accessible only 
by said customer. Official notice is taken that it was well known in the art at the time the 
invention was made to have authenticity measures so that only a specified user can 
access particular files. Therefore, it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to implement having users password protect 
files and/or a directory because this would prevent unauthorized users from viewing 
image data files that are confidential or private. 

20. Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over Maniwa 
in view of Franklin and DMW and further in view of Morag et al (hereinafter "Morag", 

6,058,399). -- - — 

Maniwa, Franklin, and DMW do not disclose using a digital camera to store said 
visual images therein. However, the use and advantages for using such an electronic 
photo capturing device is well known to one skilled in the art at the time the invention 
was made as evidenced by the teachings of Morag (at least col. 6, lines 44-49). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to incorporate using a digital camera to create electronic photos to 
print as this was a commonly used method and alternative of creating digital photos 
along with scanning film. 



Response to Arguments 
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21 . Applicant's arguments filed 20 July 2004 have been fully considered but they are 
not persuasive. The Applicant's argue, substantially, that a) there is no teaching of 
providing restricted or limited access with regard to the profiler with respect to the 
sequence and captioning and the reference to formatting in the Maniwa reference is not 
the same to which the present invention is directed; b) the references fail to disclose 
images are captured by a photographer on behalf of a customer at an event; c) there is 
no teaching for providing a server adapted to transact remote payment and verification 
with a financial institution; and d) there is no motivation to make the combination of 
references. 

In response to a), Maniwa clearly discloses, as previously cited in Fig. 6 and 
similarly Fig. 9, the images as having been formatted and accordingly given an attribute 
of image file {1-m}~andtherefore sequenced and captioned accordingly for a directory- 
service in order to retrieve the image file, as there would be no way to retrieve the 
image file if it isn't labeled or captioned in some manner. Maniwa teaches formatting 
images and storing them along with a directory service for later retrieval of such images, 
such directory service allowing for an ordered retrieval of such images, thus a 
sequenced viewing of images. 

In response to b), As Applicant previously noted, DMW is directed toward selling 
photos over the internet, wherein the photos are taken by a photographer from client 
events such as concerts, etc. It is well known that the source for any image or 
photograph eventually comes down to a photographer taking a picture of some event in 
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time and DMW is simply relied on fordoing such in an analogous art (ie. selling photos 
over the internet). 

In response to c), As stated in the rejection, Maniwa does not disclose providing 
access to a server adapted to transact remote payment with respect to a financial 
institution for verifying payment of an order places through said ordering interface over a 
public network using a browser. However, the use and advantages for using such a 
payment method is well known to one skilled in the art at the time the invention was 
made as evidenced by the teachings of Franklin. Franklin discloses a client using a 
browser and ordering good online wherein the server authorizes and verifies payment of 
client (at least col. 4, lines 15-61 ; abstract; Fig. 2). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to 

incorporate the use-of Franklin's browser-based paymentand verification method into- - — — - 

Maniwa's system because this would allow Maniwa's system to be used over a WAN 
such as the internet and the file and print server to be used in conjunction with selling 
consumer electronic photos as this would expand and enhance Maniwa's system to 
reach more consumers and provide a faster, easier payment method. 

In response to applicant's argument d) that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re 
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Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, Maniwa teaches 
a networked image transmission and reception unit, Franklin teaches well known 
ecommerce techniques for payment of services conducted over a network, and DMW 
teaches more image ordering techniques along with payment of such orders. Thus each 
reference has very similar goals with DMW giving motivation, for customers to make 
transactions over a network and to purchase images taken by a photographer at an 
event. 

Conclusion 

22. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

- — A shortened statutory period for reply-to this final action is set to expire-THREE - - - — - 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

23. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 



Application/Control Number: 09/529,587 Page 14 

Art Unit: 2157 

Newly cited Franklin et al (identical system to immediate application without 
being images captured by a photographer on behalf of a customer at an event), Ogawa 
et al, Chalstrom et al, Fredlund et al, Dellert et al, Sheridan, Shiota et al, and Enomoto 
et al, in addition to previously cited Martin et al (payment server), Moghadam et al 
(networking photos), Brindle et al (photo description), Yien et al (networked image 
editing), Loeb (multimedia, photo delivery mechanisms), Woods (Kodak abstract for 
system claimed dated August '97), DaleLabs (digital film developing), Oldroyd Digital 
(digital film printing and editing), and WebPhotos (a very identical system to that 
claimed) are cited for disclosing pertinent information related to the claimed invention. 
Applicants are requested to consider the prior art reference for relevant teachings when 
responding to this office action. 

-24. Any-inquiry coneerning-this communication or-earlier-communications from the — — 

examiner should be directed to Gregory G Todd whose telephone number is (571 )272- 
401 1 . The examiner can normally be reached on Monday - Friday 9:00am-6:00pm w/ 
first Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ario Etienne can be reached on (703)308-7562. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Patent Examiner 





